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ITC Standard-Essential Patent Remedies Shouldn't Be Curbed 

By Deanna Tanner Okun (July 22, 2022, 3:54 PM EDT) 

Intellectual property rights have been a foundational pillar of U.S. innovation 
originating from the U.S. Constitution, with enforcement at the border being of 
paramount importance. 
 
Further, the commercial effect of international trade practices has been a 
significant congressional concern since the founding of our nation, tracing its 
origins to the Tariff Act of 1789 — the second act passed by the first U.S. Congress. 
 
Some have argued, however, that enforcement of standard-essential patents at 
the U.S. International Trade Commission, where the remedy for a finding of 
infringement is a ban on importation of the offending articles, should be greatly 
restricted or even eliminated. 
 
As a former commissioner and chair of the ITC, I disagree. The many technologies covered by SEPs are 
the product of billions of dollars in research and development investments over many years, and 
patenting the resulting breakthroughs is the only way invention companies and their backers can recoup 
that investment if the invention succeeds in the marketplace. 
 
Without the ability to seek exclusion orders against products implementing the patented invention 
without paying for it, foreign technology developers would likely dominate the markets for standards 
like 5G. 
 
Specifically, companies in China are the largest implementers of SEPs in products that they sell 
throughout the world, and, without the threat of an exclusion order, would be able to use American 
inventions without reaching an agreement to license them. 
 
As someone who was at the table when the ITC made critical decisions regarding exclusionary relief, I 
know that ITC remedies provide a powerful tool to stop infringement. 
 
Those hoping for insight into the attitudes of the current ITC commissioners toward SEPs were watching 
a recent ITC Section 337 investigation — In the Matter of Certain UMTS and LTE Cellular Communication 
Modules and Products Containing the Same — with interest, wondering whether the commission would 
address the propriety of an ITC remedy in a case involving the alleged infringement of SEPs owned by 
the complainant. 
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The administrative law judge found no violation of Section 337, but also indicated that if the commission 
reversed that decision, that the asserted patents alleged status as SEPs was no barrier to the issuance of 
an exclusion order by the ITC. 
 
This is not to suggest that the standard-essential nature of an asserted patent is immaterial to whether 
an ITC remedial order should be issued. 
 
To the contrary, as the ALJ observed, SEP-related issues are appropriately considered within the rubric 
of Section 337's statutory public interest factors. There is no reason to believe that additional rules or 
procedures are necessary or appropriate with respect to SEPs at the ITC. 
 
This view is consistent with that expressed by ALJs in prior investigations, but the commission itself had 
yet to squarely face the question of whether to issue a remedy in a case involving infringement of an 
SEP. 
 
While the ALJ's decision was under review by the commission, numerous parties submitted public 
interest statements. 
 
Some of the submissions argued in favor of a remedy in the event of a finding of a violation, while 
others, including a submission from two Federal Trade Commission commissioners — acting as 
individuals, not on behalf of the agency — argued against an ITC remedy for SEPs, or at a minimum, for 
heightened requirements for the issuance of such a remedy. 
 
For example, the submission from the two FTC commissioners proposed that: 

At a minimum, the Commission should require a SEP holder to prove that the implementer is 
unwilling or unable to take a [fair, reasonable and nondiscriminatory, or FRAND.] license as part of 
its public interest analysis before issuing an exclusion order. 

 
This activity took place in the shadow of a draft policy statement, published in late 2021 by the Antitrust 
Division of the U.S. Department of Justice, the U.S. Patent and Trademark Office and the National 
Institute of Standards and Technology, which suggested the imposition of significant barriers to the 
rights of SEP owners to seek a U.S. court injunction or an ITC exclusion order. 
 
Fortunately, on June 8, the Biden administration declined to adopt the draft policy statement — while 
withdrawing a 2019 policy statement issued by the previous administration. 
 
This was a rare victory for common sense and evidence-based governance through the U.S. regulatory 
process, in apparent response to public comments — many signed by national security experts, 
economists and legal practitioners from both sides of the aisle — warning that the draft policy 
statement would weaken U.S. leadership as standards like 5G take on an ubiquitously vital role in the 
U.S. economy and our daily lives. 
 
Indeed former officials from the Clinton, Obama and Trump administrations who led the USPTO, NIST 
and the DOJ Antitrust Division denounced the draft as a policy shift that would favor companies who 
seek to evade obligations to pay for inventions implemented in their products, "strengthening the hand 
of our international competitors." 
 



In the statement announcing the withdrawal of the 2019 policy statement, the government agencies 
recognized that efficient licensing between SEP patent owners subject to FRAND commitments helps to: 

 Promote technological innovation,

 Further consumer choice; and

 Enable industry competitiveness, including in emerging technologies and market entry of new
and small-to medium-sized entities, whose participation in the standards ecosystem is
important to promoting innovation and job creation in today's dynamic marketplace.

The agencies further recognized that: 

The laws of the United States of America, as embodied in our Constitution, statutes and 
regulations; as interpreted and administered by the courts; and as enforced by DOJ and other 
agencies, can further these purposes. 

The demise of the draft policy statement is good news, but it nevertheless remains uncertain whether 
any of the current ITC commissioners are sympathetic to the views it expressed or to the views of the 
two FTC commissioners. 

In the cellular communications modules case, the ITC upheld the ALJ's finding of no violation without 
reaching the public interest issues relating to enforcement of SEPs, so the wait continues for clarity on 
the commission's views. 

I remain hopeful, in light the ITC's statutory obligation to issue an exclusion order, except where such 
relief would be contrary to statutorily defined public interest factors, that the commission will not 
hesitate to issue a remedy if it finds a violation based on infringement of an SEP. 
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